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INTRODUCTION

[ Editor Note: This chapter was not substantively
revised for the Ninth Edition of the MPEP. Each
section has a revision indicator of “[R-08.2012];
meaning that the section as reproduced in this
Edition is the version in force in August 2012 with
the following exceptions. 1) As a result of the
publication process, form paragraphs reproduced
in this chapter reflect the text used by examiners
effective November 2013 rather than those in force
in August 2012; 2) The marks indicating added or
deleted text fromprior revisions have been removed;
and 3) The notation “ [ Reserved]” has been added
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for section numbers previousy missing in the
hierarchy (i.e., section numbersthat were never used
or no longer have text). See the ninth revision of the
Eighth Edition of the MPEP published August 2012
as posted on the USPTO Web site on the MPEP
Archives page (http://www.uspto.gov/web/offices/
pac/mpep/old/index.htm) for the text of form
paragraphs in force in August 2012 and the prior
revision marks.]

This chapter is designed to be a guide for patent
examiners in searching and examining applications
filed under the Patent Cooperation Treaty (PCT).
Applicantsdesiring additional information for filing
international applications should obtain a copy of
the PCT Applicant's Guide from the World
Intellectual Property Organization (WIPO) in
Geneva, Switzerland.

The Articles and Regulations under the PCT are
reproduced in Appendix T of this Manual and the
Administrative Instructions are reproduced in
Appendix Al of this Manual. The text of the PCT
Applicant’s Guide , the monthly PCT Newsletter ,
theweekly PCT Gazette,, downloadable PCT forms,
and additional information about the processing of
international applicationsare availablefromWIPO's
website (www.wipo.int/pct).

PCT applications are processed by the International
Application Processing Division within the U.S.
Patent and Trademark Office.

1801 Basic Patent Cooperation Treaty (PCT)
Principles[R-08.2012]

I. MAJOR CONCEPTSOF THE PCT

The Patent Cooperation Treaty (PCT) enables the
U.S. applicant to file one application, “an
international application,” in a standardized format
in English in the U.S. Receiving Office (the U.S.
Patent and Trademark Office), and have that
application acknowledged as a regular national or
regional filing in as many Contracting States to the
PCT as the applicant “designates’ or “elects,” that
is, hames, as countries or regions in which patent
protection isdesired. (For international applications
filed on or after January 1, 2004, the filing of an
international application will automatically constitute

March 2014

MANUAL OF PATENT EXAMINING PROCEDURE

the designation of al contracting countries to the
PCT on that filing date.) In the same manner, the
PCT enables foreign applicants to file a PCT
international application, designating the United
States of America, in their home language in their
home patent office and have the application
acknowledged asaregular U.S. nationd filing. The
PCT aso providesfor an international search report
and written opinion (for international applications
filed on or after January 1, 2004) that are established
normally at 16 months from the priority date, and
publication of the international application after 18
months from the priority date. Upon payment of
national fees and the furnishing of any required
trandation, usually 30 months after thefiling of any
priority application for the invention, or the
international filing dateif no priority isclaimed, the
application will be subjected to national procedures
for granting of patents in each of the designated
countries, For any countries remaining whose
national laws are not compatible with the 30 month
period set forth in PCT Article 22(1), the filing of
a demand for an international preliminary
examination electing such countries within 19
months from the priority date will result in an
extension of the period for entering the nationa stage
to 30 months from the priority date. An up-to-date
list of such countries may be found on WIPO'sweb
site (www.wipo.int/pct/en/index.html). A brief
description of the basic flow under the PCT is
provided in MPEP § 1842 .

The PCT offers an alternative route to filing patent
applications directly in the patent offices of those
countries which are Contracting States of the PCT.
It does not preclude taking advantage of the priority
rights and other advantages provided under the Paris
Convention and the WTO administered Agreement
on Trade-Related Aspects of Intellectual Property
(TRIPSAgreement). The PCT providesan additional
and optional foreign filing route to patent applicants.

The filing, search and publication procedures are
provided for in Chapter | of the PCT. Additional
procedures for a preliminary examination of PCT
international applications are provided for in optional
PCT Chapter I1.

In most instancesanational U.S. applicationisfiled
first. An international application for the same
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subject matter will then befiled subsegquently within
the priority year provided by the Paris Convention
and the priority benefit of the U.S. nationa
application filing date will be claimed.

II. RECEIVING OFFICE (RO)

The international application (IA) must be filed in
the prescribed receiving Office (RO)( PCT Article
10). The United States Patent and Trademark Office
will act as a receiving Office for United States
residents and nationals ( 35 U.S.C. 361(a) ). Under
PCT Rule 19.1(a)(iii) , the International Bureau of
the World Intellectual Property Organization will
also act asaReceiving Officefor U.S. residents and
nationals. Thereceiving Officefunctionsasthefiling
and formalitiesreview organization for international
applications. International applications must contain
upon filing the designation of at least one
Contracting State in which patent protection is
desired and must meet certain standards for
completeness and formality ( PCT Articles 11(1)

and 14(1) ).

Whereapriority claimismade, the date of the earlier
filed national application is used as the date for
determining the timing of international processing,
including the various transmittals, the payment of
certain international and national fees, and
publication of the application. Where no priority
claim is made, the internationa filing date will be
considered to be the “priority date” for timing
purposes ( PCT Article 2(xi) ).

The international application is subject to the
payment of certain fees within 1 month from the
date of filing. The receiving Office will grant an
international filing date to the application, collect
fees, handle informalities by direct communication
with the applicant, and monitor al corrections ( 35
U.S.C. 361(d) ). By 13 months from the priority
date, the receiving Office should prepare and
transmit a copy of the international application,
called the search copy (SC), to the International
Searching Authority (ISA); and forward the origina,
called the record copy (RC), to the International
Bureau (IB) ( PCT Rules 22.1 and 23 ). A second
copy of theinternational application, the home copy
(HC), remainsinthereceiving Office (PCT Article
12(1) ). Once the receiving Office has transmitted
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copies of the application, the International Searching
Authority becomes the focus of international
processing.

I1l. INTERNATIONAL SEARCHING
AUTHORITY (ISA)

The basic functions of the International Searching
Authority (1SA) are to conduct a prior art search of
inventions claimed in international applications; it
does this by searching in at least the minimum
documentation defined by the Treaty ( PCT Articles
15 and 16 and PCT Rule 34 ), and for international
applications filed on or after January 1, 2004, to
issue a written opinion (PCT Rule 43 bis) which
will normally be considered to be the first written
opinion of the International Preliminary Examining
Authority where international  preliminary
examination is demanded. See PCT Rule 66.1 bis

For most applications filed with the United States
Receiving Office, the applicant may choose (in the
Reguest form) the U.S. Patent and Trademark Office
, the European Patent Office , or the Korean
Intellectual Property Officeto act asthe International
Searching Authority. However, the European Patent
Office may not be competent to act as an
International Searching Authority for certain
applications filed by nationals or residents of the
United States. See M PEP § 1840.01 for adiscussion
of applications and subject matter that will not be
searched by the European Patent Office. The
International Searching Authority isalso responsible
for checking the content of the title and abstract (
PCT Rules 37.2and 38.2).

An international search report (ISR), and for
international applications filed on or after January
1, 2004, a written opinion, will normally be issued
by the International Searching Authority within 3
months from the receipt of the search copy (usually
about 16 months after the priority date) ( PCT Rule
42 ). Copies of the international search report and
prior art cited will be sent to the applicant by the
ISA ( PCT Rules 43 and 44.1 ). The international
search report will contain a listing of documents
found to be relevant and will identify the claimsin
the application to which they are pertinent. In
applications filed on or after January 1, 2004, the
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ISA will normally issue a written opinion as to
whether each claim appears to satisfy the PCT
Article 33 criteria of “novelty,” “inventive step,”
and “industrially applicable” The written opinion
may also indicate defects in the form or content of
the international application under the PCT articles
and regulations, aswell as any observationsthe | SA
wishes to make on the clarity of the claims, the
description, and the drawings, or on the question of
whether the claims are fully supported by the
description.

Once the international search report and written
opinion are established, the ISA transmits one copy
of each to the applicant and the International Bureau,
and international processing continues before the
International Bureau.

IV. INTERNATIONAL BUREAU (IB)

The basic functions of the International Bureau (1B)
are to maintain the master file of al international
applications and to act as the publisher and central
coordinating body under the Treaty. The World
Intellectual Property Organization (WIPO) in
Geneva, Switzerland performs the duties of the
International Bureau.

If the applicant has not filed a certified copy of the
priority document in the receiving Office with the
international application, or requested upon filing
that the receiving Office prepare and transmit to the
International Bureau acopy of theprior U.S. national
application, the priority of which is claimed, the
applicant must submit such a document directly to
the International Bureau or the receiving Office not
later than 16 months after the priority date ( PCT
Rule17). Therequest (Form PCT/RO/101) contains
a box which can be checked requesting that the
receiving Office prepare the certified copy. Thisis
only possible, of course, if the receiving Officeisa
part of the same national Office where the priority
application was filed.

The applicant has normally 2 months from the date
of transmittal of the international search report to
amend the claims by filing an amendment and may
file a brief statement explaining the amendment
directly with the International Bureau ( PCT Article
19 and PCT Rule 46 ). The International Bureau
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will then normally publish the international
application along with the search report and any
amended claims at the expiration of 18 monthsfrom
the priority date ( PCT Article 21 ). The written
opinion, on the other hand, will not be made publicly
available until the expiration of 30 months from the
priority date. See PCT Rule 44 ter. The
international publication includes a front page
containing bibliographical data, the abstract, and a
figure of the drawing ( PCT Rule 48 ). The
publication also contains the search report and any
amendments to the claims submitted by the
applicant. If the application is published in a
language other than English, the search report and
abstract are aso published in English. The
International Bureau publishes a PCT Gazette in
the French and English languages which contains
information similar to that on the front pages of
published international applications, as well as
variousindexes and announcements ( PCT Rule 86
). The International Bureau also transmits copies of
the publication of theinternational application to all
designated Offices that have requested to receive
the publication (PCT Article 20, PCT Rule47, and
PCT Rule 93 his.1).

V. DESIGNATED OFFICE (DO) and ELECTED
OFFICE (EO)

The designated Office is the national Office (for
example, the USPTO) acting for the state or region
designated under Chapter 1. Similarly, the elected
Office is the national Office acting for the state or
region elected under Chapter 11.

PCT Article 22(1) was amended, effective April 1,
2002, to specify that a copy of the international
application, atrandation thereof (as prescribed), and
the national fee are due to the designated Office not
later than at the expiration of 30 months from the
priority date. Accordingly, the time period for filing
the copy of the international application, the
trandation, and thefeeunder PCT Article 22 isnow
the same as the 30 month time period set forth in
PCT Article 39 . The USPTO has adopted the 30
month time limit set forth in PCT_Article 22(1).
Most Contracting States have changed their national
laws for consistency with PCT Article 22(1) as
amended. An up-to-date listing of Contracting States
that have adopted Article 22(1) as amended is
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maintained at WIPO's website at
http://ww.wipo.int/pct/en/texts/pdf/time_limits.pdf.
For those few remaining Contracting Statesthat have
not adopted Article 22(1) as amended, if no
“Demand” for international preliminary examination
has been filed within 19 months of the priority date,
the applicant may be required to complete the
reguirements for entering the national stage within
20 monthsfrom the priority date of the international
application in the national offices of those states.
When entering the national stage following Chapter
I, the applicant hasthe right to amend the application
within the time limit set forth in PCT Rule 52.1 .
After this time limit has expired (PCT Article 28
and PCT Rule 52 ), each designated Office will
make its own determination as to the patentability
of the application based upon its own specific
national or regional laws (PCT Article 27(5)).

If the applicant desires to obtain the benefit of
delaying the entry into the national stage until 30
months from the priority date in one or more
countries where the 30 month time limit set forth in
PCT Article 22(1) as amended does not apply, a
Demand for international preliminary examination
must be filed with an appropriate International
Preliminary Examining Authority within 19 months
of the priority date. Those states in which the
Chapter Il procedureisdesired must be “elected” in
the Demand. For international applications filed on
or after January 1, 2004, the applicant should file
the demand with the competent International
Preliminary Examining Authority (IPEA) beforethe
expiration of the later of the following time limits:
(A) three months from the date of transmittal to the
applicant of the international search report and
written opinion under PCT Rule 43 bis.1, or of the
declaration referred to in PCT Article 17(2)(a) ; or
(B) 22 months from the priority date of the
international application. However, applicant may
still desireto file the demand by 19 monthsfrom the
priority date for those countries that have not yet
adopted PCT Article 22(1) as amended.

The origina Demand is forwarded to the
International Bureau by the IPEA. The International
Bureau then notifies the various el ected Officesthat
the applicant has entered Chapter |1 and sends acopy
of any amendmentsfiled under PCT Article 19 and
any statement explaining the amendments to the
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IPEA. See PCT Rule62. In applicationsfiled on or
after January 1, 2004, the International Bureau also
sends the IPEA a copy of the written opinion
established by the International Searching Authority
unless the International Searching Authority is also
acting as IPEA. See PCT Rule 62.1(i).

VI. INTERNATIONAL PRELIMINARY
EXAMINING AUTHORITY (IPEA)

The International Preliminary Examining Authority
(IPEA) normally startsthe examination processwhen
it isin possession of:

(A) the demand;

(B) the amount due;

(C) if the applicant is required to furnish a
translation under PCT Rule55.2, that trandation;

(D) either the international search report or a
notice of the declaration by the International
Searching Authority (ISA) that no international
search report will be established; and

(E) if the international application has afiling
date on or after January 1, 2004, the written opinion
established under PCT Rule 43 bis.1.

However, for international applications having an
international filing date on or after January 1, 2004,
the | PEA shall not start the international preliminary
examination before the expiration of thelater of three
months from the transmittal of the international
search report (or declaration that no international
search report will be established) and written
opinion; or the expiration of 22 months from the
priority date unless the applicant expressly requests
an earlier start, with the exception of the situations
provided for in PCT Rule 69.1(b)-(€).

Thewritten opinion of the | SA isusually considered
thefirst written opinion of the |PEA unlessthe IPEA
has notified the International Bureau that written
opinions established by specified International
Searching Authorities shall not be considered a
written opinion for this purpose. See PCT Rule 66.1
_bis. Also, the IPEA may, at its discretion issue
further written opinions provided sufficient timeis
available. See PCT Rule 66.4.

The IPEA establishes the international preliminary

examination report  (entitted  “international
preliminary report on patentability” for applications
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having aninternationa filing date on or after January
1, 2004), which presents the examiner's final
position as to whether each claim is “novel,
involves “inventive step,” and is “industrially
applicable” by 28 months from the priority date. A
copy of the international preliminary examination
report is sent to the applicant and to the International
Bureau. The International Bureau then communi cates
acopy of theinternational preliminary examination
report to each elected Office.

The applicant must complete the requirements for
entering the national stage by the expiration of 30
months from the priority date to avoid any question
of withdrawal of the application as to that elected
Office; however, some elected Offices provide a
longer period to compl ete the requirements.

A listing of al national and regional offices, and the
corresponding time limits for entering the national
stage after PCT Chapter | and PCT Chapter 11, may
be found on WIPO's web site at:
http://www.wipo.int/pct/en/index.html.

1802 PCT Definitions [R-08.2012]

The PCT contains definitionsin PCT Article 2 and
inPCT Rule2, which arefoundin MPEP A ppendix
T. Additional definitions are in 35 U.S.C. 351 ,
found in MPEP Appendix L, in 37 CFR 1.9 and
1.401 , found in MPEP Appendix R, and in PCT
Administrative Instructions Section 101 , found in
MPEP Appendix Al.

1803 ReservationsUnder the PCT Taken by
the United States of America [R-08.2012]

The United States of Americahad originally declared
that it was not bound by Chapter Il ( PCT Article
64 (1) ), but withdrew that reservation on July 1,
1987.

It has also declared that, as far as the United States
of America is concerned, international publication
isnot required ( PCT Article 64 (3) ). Accordingly,
under PCT Article 64(3)(b), if the United States is
the only PCT Contracting State designated in an
international application, theinternational application
will not be published by the International Bureau
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(IB) at 18 months. Even though the United States
Patent and Trademark Office has begun pre-grant
publication under 35 U.S.C. 122(b), the United
States has not removed its reservation under PCT
Article 64(3) because not all United States patent
applicationsare published. See 35 U.S.C. 122(b)(2).
The application will, however, be published under
35U.S.C.122(b) if it enters the national stagein the
United States. It will be published again if it is
alowed to issue as a United States patent.

The United States of America also made a
reservation under PCT Article 64(4) which relates
to the prior art effective date of aU.S. patent issuing
from an international application. See 35 U.S.C.
102(e) and 363 .

The above reservations under PCT Article 64(3)
and (4) are still in effect.

The U.S. Receiving Office continues to accept
applications only in English. See 35 U.S.C. 361(c).
PCT Rules 20.1(c) , 26.3 ter (a) and 26.3 ter ()
permit an international filing date to be accorded
even though portions of an international application
are in a language not acceptable to the Receiving
Office. PCT Rules _20.1 (c) , 26.3 ter (a) and
26.3 ter (c) are not compatible with the national law
applied by the United States Patent and Trademark
Office (USPTO) as Receiving Office. Thus, the
USPTO hastaken areservation on adherenceto these
Rules pursuant to PCT Rules 20.1 (d) , 26.3 ter (b)
and 26.3 ter (d). Asaresult, PCT Rules 20.1 (c),
26.3 ter (a) and 26.3 ter (c) shall not apply to the
USPTO as Receiving Office for as long as the
aforementioned incompatibility exists.

PCT Rules49.5( c¢- bis) and 49.5 (k) continue not
to be compatible with the national law applied by
the USPTO as a Designated Office. See 35 U.S.C.
371 (c)(2). Also, PCT Rules 49 ter .1 (a)-(d) and
49 ter .2(_a)-(g) are not compatible with the national
law applied by the USPTO as a Designated Office.
See 35 U.S.C. 119 (@). Thus, the USPTO has taken
a reservation on adherence to these Rules pursuant
to PCT Rules49.5(1), 49 t er .1 (g) and 49 ter
.2 (h). Asaresult, PCT Rules 49.5 ( c- his) ,
49.5(k) , 49 ter .1(a)-(d) and 49 ter .2(a)-(q)
shall not apply to the USPTO as Designated Office
for as long as the aforementioned incompatibility
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exists. See the International Bureau’'s notice
published on the WIPO web site at:
http/Amwwwipoint/p/envtextsresarvationsires incompdf.

1804 [Reserved]

1805 WhereTo Filean International
Application [R-08.2012]

35 U.SC. 361 Receiving Office.

(a) The Patent and Trademark Office shall act as a Receiving Office for
international applications filed by nationals or residents of the United
States. In accordance with any agreement made between the United
States and another country, the Patent and Trademark Office may also
act asaReceiving Officefor international applicationsfiled by residents
or nationals of such country who are entitled to file international
applications.

*kkkk

See 37 CFR 1.421 - 1.423 as to who can file an
international application.

Only if at least one of the applicantsis aresident or
national of the United States of America may an
international application befiled inthe United States
Receiving Office ( PCT Article 9(1) and (3), PCT
Rules19.1and 19.2, 35 U.S.C. 361(a) and 37 CFR
1.412(a) , 1.421 ). The concepts of residence and
nationality are defined in PCT Rule 18.1 . For the
purpose of filing an international application, the
applicant may be either the inventor or the successor
intitle of theinventor (assignee or owner). However,
the laws of the various designated States regarding
the requirements for applicants must aso be
considered when filing an international application.
For example, the patent law of the United States of
America requires that, for the purposes of
designating the United States of America, the
applicant(s) must be the inventor(s) (35 U.S.C. 373
, PCT Article 27(3) ).

The United States Receiving Office is located at
2900 Crystal Drive in Arlington, Virginia
International applicationsand related papers may be
deposited with the United States Receiving Office
by addressing the papers to “Mail Stop PCT” and
delivering them to the Customer Service Window
at the USPTO'sAlexandria headquarters. The street
address is. U.S. Patent and Trademark Office,
Customer Service Window, Mail Stop PCT,
Randolph Building, 401 Dulany Street, Alexandria,
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VA 22314. The mailing address for delivery by the
U.S. Postad Service is Mal Stop PCT,
Commissioner for Patents, PO. Box 1450,
Alexandria, Virginia22313-1450. It should be noted
that the “ Express Mail” provisions of 37 CFR 1.10
apply to thefiling of all applicationsand papersfiled
in the U.S. Patent and Trademark Office, including
PCT international applications and related papers
and fees. It should be further noted, however, that
PCT international applications and papers relating
to international applicationsare specifically excluded
from the Certificate of Mailing or Transmission
procedures under 37 CFR 1.8 . See MPEP § 1834 .
If 37 CFR 1.8 is improperly used, the date to be
accorded the paper will be the date of actua receipt
in the Office unless the receipt date falls on a
Saturday, Sunday, or Federal holiday in which case
the date of receipt will be the next succeeding day
which is not a Saturday, Sunday, or Federal holiday
(37CFR 1.6).

Irrespective of the Certification practice under
37 CFER 1.8(a) , facsimile transmission (without the
benefit of the certificate under 37 CFR 1.8(a) ) may
be used to submit certain papers in international
applications. However, facsimile transmission may
not be used for the filing of an international
application, the filing of color drawings under
37 CFR 1.437 , or the filing of a copy of the
international application and the basic national fee
to enter the U.S. national stage under 35 U.S.C. 371
. See 37 CFR 1.6(d) (3) and (4), 1.8 (a)(2)(i)(D),
and 1.8 (a)(2)(i)(F). The Demand for international
preliminary examination may be filed by facsmile
transmission. See M PEP § 1834.01 .

The United States Receiving Office and PCT Help
Desk are available to offer guidance on PCT
requirements and procedures. See M PEP § 1730 for
infformation on contacting the staff and other
available means for obtaining information.

WARNING - athough the United States patent law
a 35 U.SC. 21(a) authorizes the Director to
prescribe by rule that any paper or fee required to
be filed in the Patent and Trademark Office will be
considered filed in the Office on the date on which
it was deposited with the United States Postal
Service, PCT Rule 20.1(a) provides for marking
the“ date of actual receipt on the request.” Although
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the “Express Mail” provisions under 37 CFR 1.10
have not been contested to date regarding PCT
applications, applicants should be aware of apossible
different interpretation by foreign authorities.

PCT Rule 19.4 provides for transmittal of an
international application to the International Bureau
as Recelving Office in certain instances. For
example, when the international application isfiled
with the United States Receiving Office and the
language in which the international application is
filed is not accepted by the United States Receiving
Office, or if the applicant does not have therequisite
residence or nationality, the application may be
forwarded to the International Bureau for processing
in its capacity as a Receiving Office. See 37 CFR
1.412(c) (6). The Receiving Office of the
International Bureau will consider the international
application to be received as of the date accorded
by the United States Receiving Office. Thispractice
will avoid theloss of afiling date in those instances
where the United States Receiving Office is not
competent to act, but where the international
application indicates an applicant to be anational or
resident of a PCT Contracting state or is in a
language accepted under PCT Rule 12.1(a) by the
International Bureau as a Receiving Office. Of
course, where questions arise regarding residence
or nationality, i.e., the U.S. isnot clearly competent,
the application will be forwarded to the I nternational
Bureau as Receiving Office. Note, where no
residence or nationality isindicated, the U.S. is not
competent, and the application will be forwarded to
the International Bureau as Receiving Office solong
as the necessary fee is paid. The fee is an amount
equal to the transmittal fee.

If all of the applicants are indicated to be residents
or nationals of hon-PCT Contracting States, PCT
Rule 19.4 does not apply, and the application is
denied an internationa filing date.

Any applicant who isaresident or national of aPCT
Contracting State may also file their application
directly with the International Bureau as receiving
Office. An applicant may wish to consider filing
directly with the International Bureau as receiving
Officeinstead of the United States Receiving Office
in the situation where applicant is filing their
international application after the expiration of the
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12 month priority period but within two months of
the expiration of the priority period, and where
applicant desires to request restoration of the right
of priority under the in spite of due care standard.
See MPEP § 1828.01. An applicant may also request
that an application be forwarded to the I nternational
Bureau for processing in its capacity as receiving
Office in accordance with PCT Rule 19.4 (a)(iii) in
situations where the international application was
filed with the United States Receiving Office after
the expiration of the 12 month priority period but
within two months of the expiration of the priority
period, and where applicant desires to request
restoration of the right of priority under the in spite
of due care standard.

Applications filed with, or forwarded to, the
International Bureau must have a foreign filing
license.

1806 [Reserved]

1807 Agent or Common Representative and
General Power of Attorney [R-08.2012]

37 CFR 1.455 Representation in international applications.

(a) Applicants of international applications may be represented
by attorneys or agents registered to practice before the United States
Patent and Trademark Office or by an applicant appointed asacommon
representative ( PCT Art. 49 , Rules 4.8 and 90 and § 11.9 ). If
applicants have not appointed an attorney or agent or one of the
applicants to represent them, and there is more than one applicant, the
applicant first named in the request and who is entitled to file in the
U.S. Receiving Office shall be considered to be the common
representative of all the applicants. An attorney or agent having theright
to practice before a national office with which an international
application is filed and for which the United States is an International
Searching Authority or International Preliminary Examining Authority
may be appointed to represent the applicants in the international
application before that authority. An attorney or agent may appoint an
associate attorney or agent who shall also then be of record (PCT Rule
90.1 (d)). The appointment of an attorney or agent, or of a common
representative, revokes any earlier appointment unless otherwise
indicated ( PCT Rule 90.6 (b) and (c)).

(b) Appointment of an agent, attorney or common representative
(PCT Rule 4.8) must be effected either in the Request form, signed by
applicant, in the Demand form, signed by applicant, or in a separate
power of attorney submitted either to the United States Receiving Office
or to the International Bureau.

(c) Powersof attorney and revocations thereof should be submitted
to the United States Receiving Office until the issuance of the
international search report.

(d) The addressee for correspondence will be as indicated in
section 108 of the Administrative I nstructions .

PCT Rule 90
Agents and Common Representatives

*kkkk
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90.4. Manner of Appointment of Agent or Common
Representative

(a) Theappointment of an agent shall be effected by the applicant
signing the request, the demand, or aseparate power of attorney. Where
there are two or more applicants, the appointment of a common agent
or common representative shall be effected by each applicant signing,
at his choice, the request, the demand or a separate power of attorney.

(b) Subject to Rule 90.5 , a separate power of attorney shall be
submitted to either the receiving Office or the International Bureau,
provided that, where a power of attorney appoints an agent under Rule
90.1 (b), (c), or (d)(ii), it shall be submitted to the International Searching
Authority or the International Preliminary Examining Authority, asthe
case may be.

(c) If the separate power of attorney is not signed, or if the
required separate power of attorney is missing, or if the indication of
the name or address of the appointed person does not comply with Rule
4.4, the power of attorney shall be considered nonexistent unless the
defect is corrected.

(d) Subject to paragraph (e), any receiving Office, any
International  Searching Authority, any International Preliminary
Examining Authority and the International Bureau may waive the
requirement under paragraph (b) that a separate power of attorney be
submitted to it, in which case paragraph (c) shall not apply.

(e) Where the agent or the common representative submits any
notice of withdrawal referred toin Rules90 bis.1 to 90 bis .4 , the
requirement under paragraph (b) for a separate power of attorney shall
not be waived under paragraph (d).

*k kKK

Where an appointment of an agent or common
representative is effected by a separate power of
attorney, that power of attorney must be submitted
to either the receiving Office or the International
Bureau. However, a power of attorney appointing
an agent or subagent to represent the applicant
specifically before the International Searching
Authority or theInternational Preliminary Examining
Authority must be submitted directly to that
Authority. See PCT Rule 90.4 (b).

The Customer Number Practice set forth in MPEP
§ 403 may not be used in the international phase to
appoint an agent or designate a correspondence
address. A power of attorney making use of the
Customer Number Practicein theinternational phase
to indicate the name or address of an appointed
person will be considered nonexistent unless the
defect is corrected. See PCT Rule 90.4 (c).

. “GENERAL" POWER OF ATTORNEY

PCT Rule 90
Agents and Common Representatives

*kkkk

90.5. General Power of Attorney

(a) Appointment of an agent in relation to aparticular international
application may be effected by referring in the request, the demand, or
a separate notice to an existing separate power of attorney appointing
that agent to represent the applicant in relation to any international

1800-11
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application which may be filed by that applicant (i.e., a“general power
of attorney”), provided that:

(i) thegeneral power of attorney has been deposited in accordance
with paragraph (b), and

(ii) acopy of it isattached to the request, the demand or the
separate notice, as the case may be; that copy need not be signed.

(b) The genera power of attorney shall be deposited with the
receiving Office, provided that, where it appoints an agent under Rule
90.1 (b), (c), or (d)(ii), it shall be deposited with the International
Searching Authority or the International Preliminary Examining
Authority, as the case may be.

(c) Any receiving Office, any International Searching Authority
and any International Preliminary Examining Authority may waive the
requirement under paragraph (8)(ii) that a copy of the general power of
attorney is attached to the request, the demand or the separate notice,
as the case may be.

(d) Notwithstanding paragraph (c), where the agent submits any
notice of withdrawal referred toin Rules 90 bis.1 to 90 bis .4 tothe
receiving Office, the International Searching Authority or the
International Preliminary Examining Authority, a copy of the general
power of attorney shall be submitted to that Office or Authority.

* kK ok Kk

“Genera” powers of attorney are recognized for the
purpose of filing and prosecuting an international
application before the international authorities. See
PCT Rule 90.5.

Any general power of attorney must be filed with
the receiving Office if the appointment was for the
purposes of theinternational phase generally, or with
the International Searching Authority or International
Preliminary Examining Authority if the appointment
was specifically to represent the applicant before
that Authority. The appointment will then be
effective in relation to any particular application
filed by that applicant provided that the general
power of attorney is referred to in the request, the
Demand or a separate notice, and that a copy of the
general power of attorney isattached to that request,
Demand or separate notice. That copy of the signed
original need nat, itself, be separately signed.

[I. WAIVER OF REQUIREMENT FORA
POWER OF ATTORNEY

Pursuant to PCT Rules 90.4 (d) and 90.5 (c), which
are applicable to international applications having
an international filing date on or after January 1,
2004, the receiving Office, International Bureau,
International Searching Authority and International
Preliminary Examining Authority may waive the
requirement for a separate power of attorney or copy
of the general power of attorney in all cases except
with respect to notice of withdrawals under PCT
Rule 90 bis(i.e., notices withdrawing international
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applications, designations, priority claims, demands
or elections). The USPTO, when acting in its
capacity as a receiving Office, International
Searching Authority, or International Preliminary
Examining Authority, will in most cases waive the
requirement for a separate power of attorney and
copy of the genera power of attorney in international
applications having an international filing date on
or after January 1, 2004. However, a separate power
of attorney or copy of the general power of attorney
may still be required in certain cases, e.g., wherean
agent’s authority to act on behalf of the applicant is
in doubt.

Model power of attorney and general power of
attorney forms are available online from WIPO's
web site (www.wipo.int/pct/en/index.html).

1808 Changein or Revocation of the
Appointment of an Agent or a Common
Representative [R-08.2012]

PCT Rule 90
Agents and Common Representatives

*k kKK

90.6. Revocation and Renunciation

(a) Any appointment of an agent or common representative may
be revoked by the persons who made the appointment or by their
successorsin title, in which case any appointment of a sub-agent under
Rule 90.1 (d) by that agent shall also be considered as revoked. Any
appointment of a subagent under Rule 90.1 (d) may also be revoked by
the applicant concerned.

(b) The appointment of an agent under Rule 90.1 (&) shall, unless
otherwiseindicated, have the effect of revoking any earlier appointment
of an agent made under that Rule.

(c) The appointment of a common representative shall, unless
otherwiseindicated, have the effect of revoking any earlier appointment
of acommon representative.

(d) An agent or a common representative may renounce his
appointment by a notification signed by him.

(e) Rule 90.4 (b) and (c) shall apply, mutatis mutandis , to a
document containing a revocation or renunciation under this Rule.

37 CFR 1.455 Representation in international applications.

(a) Applicants of international applications may be represented
by attorneys or agents registered to practice before the United States
Patent and Trademark Office or by an applicant appointed asacommon
representative ( PCT Art. 49 , Rules 4.8 and 90 and § 11.9). If
applicants have not appointed an attorney or agent or one of the
applicants to represent them, and there is more than one applicant, the
applicant first named in the request and who is entitled to file in the
U.S. Receiving Office shall be considered to be the common
representative of al the applicants. An attorney or agent having theright
to practice before a national office with which an international
application isfiled and for which the United States is an International
Searching Authority or International Preliminary Examining Authority
may be appointed to represent the applicants in the international
application before that authority. An attorney or agent may appoint an
associate attorney or agent who shall also then be of record (PCT Rule
90.1 (d)). The appointment of an attorney or agent, or of a common
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representative, revokes any earlier appointment unless otherwise
indicated ( PCT Rule 90.6 (b) and (c)).

(b) Appointment of an agent, attorney or common representative
(PCT Rule 4.8) must be effected either in the Request form, signed by
applicant, in the Demand form, signed by applicant, or in a separate
power of attorney submitted either to the United States Receiving Office
or to the International Bureau.

(c) Powersof attorney and revocations thereof should be submitted
to the United States Receiving Office until the issuance of the
international search report.

(d) The addressee for correspondence will be as indicated in
section 108 of the Administrative Instructions.

The appointment of an agent or a common
representative can be revoked. The document
containing the revocation must be signed by the
persons who made the appointment or by their
successors in title. The appointment of a sub-agent
may also be revoked by the applicant concerned. If
the appointment of an agent is revoked, any
appointment of a sub-agent by that agent is also
considered revoked. Also, as an agent may not be
appointed by Customer Number Practice in the
international phase (see MPEP § 1807 ), an
appointment of an agent may not be revoked by
reference to a Customer Number.

The appointment of an agent for the international
phasein general automatically hasthe effect, unless
otherwise indicated, of revoking any earlier
appointment of an agent. The appointment of a
common representative similarly has the effect,
unless otherwise indicated, of revoking any earlier
appointment of a common representative.

Renunciation of an appointment may be made by
means of a notification signed by the agent or
common representative. The applicant is informed
of the renunciation by the International Bureau.

The rules for signing and submission of a power of
attorney set forth in PCT Rule 90.4 (b) and (c) also
apply to a revocation or renunciation of an
appointment. See PCT Rule 90.6 (€).

U.S. attorneys or agents wishing to withdraw from
representation in international applications may
request to do so. To expedite the handling of requests
for permission to withdraw as attorney, the request
should be submitted to Mail Stop PCT and should
indicate the present mailing addresses of the attorney
who iswithdrawing and of the applicant. The Office
will not accept address changesto anew practitioner
or law firm absent the filing of a power of attorney
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to the new representative. Because the United States
Patent and Trademark Office (USPTO) does not
recognize law firms, each attorney of record must
sign the notice of withdrawal, or the notice of
withdrawal must contain a clear indication of one
attorney signing on behalf of another.

In accordance with 37 CFR 10.40 , the USPTO will
usually require the practitioner(s) to certify that he,
she or they have: (1) given reasonable notice to the
client, prior to the expiration of thereply period, that
the practitioner(s) intends to withdraw from
employment; (2) delivered to the client or a duly
authorized representative of the client all papersand
property (including funds) to which the client is
entitled; and (3) notified the client of any repliesthat
may be due and the time frame within which the
client must respond. Furthermore, as 37 CFR 10.40
permits withdrawal from representation before the
Officefor reasons set forthin 37 CFR 10.40 (b) and
(¢, if the reasons for withdrawal do not conform to
one of themandatory or permissive reasons set forth
in 37 CFR 10.40 , the Office will not approve the
request.

The Office will not approve requests from
practitioners to withdraw from applications where
the requesting practitioner was not appointed in a
power of attorney but is acting, or has acted, in a
representative capacity pursuant to 37 CFR 1.34 .
In these situations, the practitioner isresponsible for
the correspondence the practitioner files in the
application while acting in arepresentative capacity.
As such, there is no need for the practitioner to
obtain the permission of the Officeto withdraw from
representation.

Practitioners should note that the International
Bureau will not record a change in the agent if the
requested changeisreceived by it after the expiration
of 30 months from the priority date. See PCT Rule
92 bis . Where a request to withdraw from
representation is filed with the USPTO after the
expiration of this time period, the request may not
be treated on the merits.

1800-13

1810

For withdrawal of attorney or agent in the national
stage, see MPEP § 402.06 .

1809 [Reserved]

1810 Filing Date Requirements[R-08.2012]

PCT Article 11
Filing Date and Effects of the International Application

(1) The receiving Office shall accord as the international filing
date the date of receipt of the international application, provided that
that Office has found that, at the time of receipt:

(i) the applicant does not obviously lack, for reasons of residence
or nationality, the right to file an international application with the
receiving Office,

(i) theinternational applicationisin the prescribed language,
(iii) the international application contains at least the
following elements:(a) anindicationthat itisintended asan international
application,
(b) the designation of at least one Contracting State,
(c) the name of the applicant, as prescribed,
(d) a part which on the face of it appears to be a
description,
(e) apart which on the face of it appearsto beaclaim
or claims.

* kK ok Kk

35U.S.C. 363 International application designating the United
States: Effect.

An international application designating the United States shall have
theeffect, fromitsinternational filing date under article 11 of thetreaty,
of a national application for patent regularly filed in the Patent and
Trademark Office except as otherwise provided in section 102(e) of
thistitle.

35 U.SC. 373 Improper Applicant.

Aninternational application designating the United States, shall not be
accepted by the Patent and Trademark Office for the national stage if
it was filed by anyone not qualified under chapter 11 of thistitleto be
an applicant for the purpose of filing anational application in the United
States. Such international applications shall not serve as the basis for
the benefit of an earlier filing date under section 120 of thistitlein a
subsequently filed application, but may serve as the basis for a claim
of theright of priority under subsections (a) through (d) of section 119
of thistitle, if the United States was not the sole country designated in
such international application.

37 CFR 1.431 International application regquirements.

(8 Aninternational application shall contain, as specified in the
Treaty and the Regul ations, a Request, adescription, one or moreclaims,
an abstract, and one or more drawings (where required). ( PCT Art. 3
(2) and Section 207 of the Administrative I nstructions.)

(b) An international filing date will be accorded by the United
States Receiving Office, at the time of receipt of the international
application, provided that:(1) At least one applicant is a United States
resident or national and the papers filed at the time of receipt of the
international application so indicate ( 35 U.S.C. 361 (a), PCT Art. 11

@)

(2) Theinternational application isin the English language
(35U.S.C. 361 (c), PCT Art. 11 (2)(ii)).

(3) The international application contains at least the
following elements (PCT Art. 11 (1)(iii)): (i) An indication that it is
intended as an international application (PCT Rule4.2);
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(ii) Thedesignation of at least one Contracting State of
the International Patent Cooperation Union (8§ 1.432);

(iif) The name of the applicant, as prescribed (note §§
1.421 - 1.423);

(iv) A part which on the face of it appears to be a
description; and

(v) A part which on the face of it appearsto beaclaim.

(c) Payment of the international filing fee (PCT Rule 15.2 ) and
thetransmittal and search fees (8§ 1.445 ) may bemadein full at thetime
the international application papers required by paragraph (b) of this
section are deposited or within one month thereafter. The international
filing, transmittal, and search fee payable is the internationa filing,
transmittal, and search feein effect on the receipt date of theinternational
application. (1) If the international filing, transmittal and search fees
arenot paid within one month from the date of receipt of theinternational
application and prior to the sending of a notice of deficiency which
imposes a late payment fee, applicant will be notified and given one
month within which to pay the deficient fees plus the |ate payment fee.
Subject to paragraph (c)(2) of this section, the late payment fee will be
equal to the greater of:(i) Fifty percent of the amount of the deficient
fees; or

(if) Anamount egqua to the transmittal fee.

(2) The late payment fee shall not exceed an amount equal
tofifty percent of theinternational filing fee not taking into account any
fee for each sheet of the international application in excess of thirty
sheets (PCT Rule 16 bis).

(3) The one-month time limit set pursuant to paragraph (c)
of this section to pay deficient fees may not be extended.

(d) If the payment needed to cover the transmittal fee, the
international filing fee, the search fee, and the late payment fee pursuant
to paragraph (c) of this section is not timely made in accordance with
PCT Rule _16 bis1 (e), the Receiving Office will declare the
international application withdrawn under PCT Article 14 (3)(a).

THE “INTERNATIONAL FILING DATE”

Aninternational filing dateisaccorded to the earliest
date on which the requirements under PCT Avrticle
11 (1) weresatisfied. If therequirementsunder PCT
Article 11 (1) are not satisfied as of the date of initial
receipt of the international application papers, the
receiving Office will invite applicant to correct the
deficiency within a set time limit. See PCT Article
11 (2) and PCT Rule _20.3 . In such case, the
international filing date will be the date on which a
timely filed correction is received by the receiving
Office. In applicationsfiled on or after April 1, 2007,
if the defect under PCT Article 11 (1) is that the
purported international application fails to contain
a portion which on its face appears to be a
description or claims, and if the application, on its
initial receipt date, contained a priority claim and a
proper incorporation by reference statement, the
initial receipt date may be retained as the
international filing date if the submitted correction
was completely contained in the earlier application.
See PCT Rules 4.18 and 20.6 . If the defect under
PCT Article 11 (1) is not timely corrected, the
receiving Office will promptly notify the applicant
that the application is not and will not be treated as
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an international application. See PCT Rule 20.4 .
Where all the sheets pertaining to the same
international application are not received on the same
day by the receiving Office, in most instances, the
date of receipt of the application will be amended
to reflect the date on which the last missing sheets
were received. As an amended date of receipt may
cause the priority claim to be forfeited, applicants
should assure that all sheets of the application are
deposited with the receiving Office on the same day.
In applicationsfiled on or after April 1, 2007, if the
application, on its initia receipt date, contained a
priority claim and a proper incorporation by
reference statement, the initial receipt date may be
retained as the international filing date if the
submitted correction was completely contained in
the earlier application. Again see PCT Rules 4.18
and 20.6 .

An all too common occurrenceisthat applicantswill
filean international applicationintheU.S. Receiving
Office and no applicant has a U.S. residence or
nationality. Applicants are cautioned to be sure that
at least one applicant isaresident or national of the
U.S. before filing in the U.S. Receiving Office.
Where no applicant indicated on the request papers
is aresident or national of the United States, the
USPTO is not a competent receiving Office for the
international application under PCT Rule 19.1(a) .
Nonetheless, the date the international application
was filed in the USPTO will not be lost as afiling
date for the international application if at least one
applicant is a resident or national of any PCT
Contracting State. Under PCT Rule 19.4 , the
USPTO will receive the application on behalf of the
International Bureau as receiving Office (PCT Rule
19.4(a)) and, upon payment of a fee equal to the
transmittal fee, the USPTO will promptly transmit
the international application to the International
Bureau under PCT Rule 19.4 (b). However, if al of
the applicants are indicated to be both residents and
nationals of non-PCT Contracting States, PCT Rule
19.4 does not apply, and the application is denied
an international filing date.

The USPTO is dso not competent to receive
international applicationsthat are not in the English
language and, upon payment of a fee equal to the
transmittal fee, the USPTO will forward such
applications to the International Bureau under PCT
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Rule 19.4 provided they are in alanguage accepted
by the International Bureau as receiving Office.

A discussion of PCT Rule 19.4 is aso included in
MPEP § 1805 .

1811 [Reserved]

1812 Elements of the International
Application [R-08.2012]

PCT Article 3
The International Application

(1) Applications for the protection of inventions in any of the
Contracting States may befiled as international applications under this
Treaty.

(2) Aninternational application shall contain, as specified in this
Treaty and the Regulations, arequest, adescription, one or more claims,
one or more drawings (where required), and an abstract.

(3) Theabstract merely servesthe purpose of technical information
and cannot be taken into account for any other purpose, particularly not
for the purpose of interpreting the scope of the protection sought.

(4) Theinternational application shall:

(i) beinaprescribed language;

(ii) comply with the prescribed physical requirements;

(iii) comply with the prescribed requirement of unity of
invention;

(iv) be subject to the payment of the prescribed fees.

Any international application must contain the
following elements: request, description, claim or
claims, abstract and one or more drawings (where
drawings are necessary for the understanding of t